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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 1-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Carson 
et al (US 6,469,969). 

As to claim 1 , Carson et al disclose a method comprising the steps of: 
altering the pit-pattern of a visual design to embed a digital watermark therein (column 
2, lines 31-62, column 3, lines 5-9, column 7, lines 50-52 and column 13, lines 57-61 
wherein the field of the invention is optical disc data storage device such as CD and 
DVD corresponding to Physical media, pits or land location can be adjusted sufficiently 
to be visibly differentiate able to provide hidden data for anti piracy purposes and the 
like); and applying the embedded visual design to physical media (column 9, lines 63-66 
wherein Carson applies human readable watermarks to the recording surface of the 
replicated disc). 
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As to claim 2, Carson et al disclose the method according to claim 1 (see claim 1 
above) wherein the physical media comprises one of at least a SACD, CD, DVD, laser 
disc, mini-disc, and CD2 (column 4, lines 29-42 wherein DVD mastering is discussed 
corresponds to at least one of the physical media required by the claim). 

As to claim 3, Carson et al disclose the method according to claim 1 (see claim 1 , 
above), wherein said applying step comprises pit signal processing (fig. 2 and fig. 3). 

As to claim 4, Carson et al disclose the method according to claim 1 (see claiml 
above), wherein the digital watermark is imperceptible in comparison to the visual 
design (column 2, lines 56-62 wherein hidden data corresponds to imperceptible). 

As to claim 5, Carson et al disclose the method according to claim 2 (see claim 2 
above), wherein the visual design comprises a visual watermark (column 9, lines 63-65 
wherein human readable watermarks to the recording surface of the replica discs 
discussed). 

As to claim 6, Carson et al disclose media including a plurality of pits (CD or DVD 
and the replica corresponds to the physical media and pits and lands on the surface 
corresponds to plurality of pits. See column 6, lines 51-62), said media comprising: a 
visual design formed by the plurality of pits (column 2, lines 35-37 wherein pits and 
lands on optical disc corresponds to a visual design formed by the plurality of pits); and 
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a digital watermark embedded within the visual design (column 14, line 65 through 
column 15, line 8 wherein watermark is embedded on optical disc). 

As to claim 7, Carson et al disclose the media according to claim 6 (see claim 6 
above), wherein the media comprises on of at least a SACD, CD, DVD, laser disc, mini 
disc and CD2 (column 4, lines 29-42 wherein DVD mastering is discussed corresponds 
to at least one of the physical media required by the claim). 

As to claim 8, Carson et al disclose Carson et al disclose the media according to 
claim 6 (see claim 6 above), wherein the digital watermark is embedded by varying pit 
locations of a subset of the plurality of pits (column 2, lines 35-62 wherein pits and lands 
on optical disc are adjusted and the selective placement of pit and land transitions can 
be further used to embed a second data set to provide watermarks or anti piracy hidden 
codes). 

As to claim 9, Carson et al disclose the media according to claim 6 (see claim 6, 
above), wherein the visual design comprises a visible watermark (column 9, lines 63-65 
wherein human readable watermarks to the recording surface of the replica discs 
discussed). 

As to claim 10, Carson et al disclose the media according to claim 9 (see claim 9, 
above), further comprising a watermark embedded within data stored on the media 
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(column 2, lines 53-62 wherein both first set of data or primary data and the second set 
of data or watermarks are stored, column 12, lines 36-42 and column 13, line 65 
through column 14, line 16 wherein the embedding of either watermark or hidden data 
using the circuit 340 results in no significant degradation in read back quality of the 
primary data. Inherently, when Carson et al disclose that the embedding does not result 
in significant degradation, therefore embedded watermarks are within data stored in the 
media). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 11-12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carson et al in view of Kalker et al (US 2004/0169595). 

As to claim 1 1 , Carson et al disclose a method of verifying the authenticity of 
media, wherein authentic media comprises a digital watermark embedded in a visual 
design formed by pits in the media (column 14, lines 17-37 wherein a read back 
operation which indicates of the embedded data), 
said method comprising: 
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presenting the media to a watermark detector (the read back operation, decoding and 
detection of unauthorized duplication corresponds to detecting the watermark. Refer for 
example to column 14, lines 17-37). 

Carson et al does not expressly disclose when a watermark is found, linking to 
content related to the media through information carried by the watermark. 

Kalker et al disclose a method for encoding a stream of bits of a binary source 
signal into a stream of bits of binary channel signal comprising when a watermark is 
found, linking to content related to the media through information carried by the 
watermark (paragraph 0068). 

Kalker et al and Carson et al are combinable because they are from the same 
field of endeavor of copy protection of media such as CD. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to modify Carson et al with method of Kalker et al comprising linking the 
watermark to the content data of the media such as a CD in order to protect the data 
(see paragraph 0068 of Kalker et al). 

The suggestion/motivation for doing so would have been to the secure copy 
protection. 

Therefore, it would have been obvious to combine Kalker et al with Carson et al 
to obtain the invention as specified in claim 11. 
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As to claim 12, Kalker et al disclose authenticating the media by successfully 
completing said linking step (inherently the step above of linking the watermark to the 
data must be successfully complete in order to authenticate the media). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Carson 
et al in view of Kalker et al as applied to claim 1 1 above, and further in view of Bahns et 
al (US 5,607,188). 

As to claim 13, the method according to claim 1 1 (see claim 1 1 , above). 

Carson et al and Kalker et al do not expressly disclose that the media comprises 
a digital watermark embedded on a non-data side of the media, and wherein said 
method comprises the step of detecting the digital watermark on the non-data media 
side. 

Bahns et al disclose a techniques for marking of optical disc for customized 
identification comprising; applying a watermark over the unused back side of a single 
sided disc (column 5, lines 58-67) and further the detection is discussed in column 6, 
lines 1-8). 
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Bahns et al is combinable with Carson et al and Kalker et al because they are 
from same field of endeavor of anti piracy protection for media such as CD. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to modify Carson et al and Kalker et al with the technique as thought by 
Bahns et al in order to reduce the interference between the watermark and the readout 
laser interpretation of pits and lands (column 5, lines 50-57). 

The suggestion/motivation for doing so would have been to reduce the 
interference between the watermark and the readout laser interpretation of pits and 
lands (column 5, lines 50-57). 

Therefore, it would have been obvious to combine the Bahns et al with Carson et 
al and Kalker et al to obtain the invention as specified in claim 13. 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

8. Claims 15-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Kondo 
(US 6,363,043). 
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As to claim 15, Kondo discloses a method to identify physical media comprising 
the steps of (column 1 , line 66 through column 2, line 4 wherein a recording medium 
after inspection is identified based on a result): 

analyzing an visual pattern on the physical media (column 4, lines 10-32 wherein 
first image "A" and second image "B" on surface of the disc are used for judgment); and 
identifying the physical media through said analyzing step (the true-false judgment 
information corresponds to identifying the media in this case a disc. See Fig.4). 

As to claim 16, Kondo discloses the method according to claim 15 (see claim 15), 
wherein said analyzing step comprises at least one of pattern recognition, hashing and 
fingerprinting (column 1 , lines 40-55 wherein information are selected from a plurality of 
patterns for true or false judgment, in this case the information are pit or groove pattern 
formed on the surface). 

As to claim 17, Kondo discloses the method according to claim 16 (see claim 16 
above) wherein said analyzing step determines a value corresponding to the visual 
pattern and the value is used in said identifying step to identify the physical media 
(column 5, lines 9-27 and fig. 5, wherein in step S6, the RAM 12 increments a count 
value of the identified pattern). 

As to claim 18, Kondo discloses the method according to claim 17 (see claim 17 
above), wherein the value is used to index database-comprising information related to 
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the physical media (column 7, lines 50-65 wherein information are compared with the 
image pattern stored in the ROM 1 1 , corresponds to using the value to index a 
database). 



As to claim 19, Kondo discloses the method according to claim 17 (see claim 17, 
above), wherein the physical media comprises at least one of a SACD, CD, DVD, laser 
disc, mini-disc and CD2 (column 1, lines 12-14, wherein the invention relates to disk like 
recording media, such as CD). 



As to claim 20, Kondo discloses the method according to claim 19 (see claim 19, 
above) wherein the visual pattern comprises a pattern of pits on a data side of the 
physical media (column 1, lines 40-55 wherein information are selected from a plurality 
of patterns for true or false judgment, in this case the information are pit or groove 
pattern formed on the surface). — 

Double Patenting 

9. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 114 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101 ) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 
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10. Claims 1-10 and 15-20 are provisionally rejected under 35 U.S.C. 101 as 
claiming the same invention as that of claims 8-17 and 25-30 of copending Application 
No. 09/960,228. This is a provisional double patenting rejection since the conflicting 
claims have not in fact been patented. 

As to claims 1-7, in instant application claims 1-7 are identical word by word to 
claims 8-14 of copending application. 

As to claim 8, in instant application claim calls for the digital watermark is 
embedded by varying pit locations of subset of plurality of pits. And, in copending 
application corresponding claim 15 calls for varying pit locations of a subset of the 
plurality of pits embeds the digital watermark. Although the arrangement of wording in 
copending application is not the same as the arrangement of wording of the instant 
application. However, both claims 8 and 15 are claiming the same invention. 

As to claims 9, in instant application claim 9 is identical word by word to claim 16 
of copending application. 

As to claim 10, in instant application claim 10 is identical word by word to claim 
17 of copending application. 

As to claim 15, in instant application claim 15 is identical word by word to claim 

25 of copending application. 

As to claim 16, in instant application claim 16 is identical word by word to claim 

26 of copending application. 

As to claim 17, in instant application claim 17 is identical word by word to claim 

27 of copending application. 
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As to claim 18, in instant application claim 18 is identical word byword to claim 

28 of copending application. 

As to claim 19, in instant application claim 19 is identical word byword to claim 

29 of copending application. 

As to claim 20, in instant application claim 20 is identical word by word to claim 

30 of copending application. 

Double Patenting 

1 1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longh 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

12. Claims 11-14 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable overclaims 18-21 of 
copending Application No. 09/960228. Although the conflicting claims are not identical, 
they are not patentably distinct from each other because, claim 1 1 of instant application 
in preamble calls for a method of verifying the authenticity of media, wherein authentic 
media comprises a digital watermark embedded in visual design formed by pits in the 
media and claim 18 of the copending application in preamble calls for a method 
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involving media comprising a digital watermark formed by pit placement in the media 
which are not identical, however the body of both claims are identical and all positive 
limitations are the same as each other, and "a digital watermark embedded in a visual 
design" as recited in instant application's claim does not limit the claim since the body of 
the claim following the preamble is self contained description of the structure and does 
not depend on the preamble for completeness. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



CONTACT INFORMA TION 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barry Choobin whose telephone number is 703-306- 
5787. The examiner can normally be reached on M-F 7:30 AM to 18:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh Mehta can be reached on 703-308-5246. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Barry Choobin 
October 21, 2004 



